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DETAILED ACTION 

1. This office action is filed in response to the application filed on 12/29/2003, and IDS 
filed on 2/25/2005. 

2. Claims 1-16 are pending, claims 1, 7, 9, and 15 are independent claims. 

Claim Rejections • 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 7 and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Graham et al (US Patent: 6,804,659, published: Oct 12, 2004, filed Jan. 14, 2000). 

With regards to claim 7, Graham et al teaches a method comprising: 

• Accepting document information (column 5, lines 46-48: whereas, any web page 
document that comprises document information, is used as input). 

• Using the document information to determine content in addition to content of the 
document, whereas, based on the concepts extracted from the document 
information, additional content is determined (in this case an ad is the additional 
content) (column 6, lines 34-39). 

• Using the determined content, determining further content whereas, the 
determined content is the ad that is most relevant (Fig 1 1 A, reference number 
1512, column 15, lines 13-19). A second ad (Fig. 11 A, reference number 1514) is 
displayed as further content, and determined by choosing a second ad based on 
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a ranking score, which indicates that it is broader in terms of concept than the 
first ad (column 1 5, lines 1 3-1 9). 

• Combining at least a portion of content of the document and at least a portion of 
the determined content, and at least a portion of the determined content, and at 
least a portion of the determined further content for presentation to the user (Fig. 
11A, column 15, lines 1-23: whereas, the content of the document, the 
determined content (reference number 1512 is an ad representing the 
determined content), and the further determined content (reference number 
1514) are combined into a browser screen (reference 1503)). 

With regards to claim 15, for an apparatus performing a method similar to the 
method in claim 7, is rejected under the same rationale. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Graham et al (US Patent: 6, 804,659, published: Oct 12, 2004, filed Jan. 14, 2000). 

With regards to claim 1, Graham et al teaches a method comprising: 

• Accepting document information using web page content, as similarly described 
in claim 7, and is rejected under the same rationale. 
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• Using the document information to determine content in addition to content of the 
document, as similarly described in claim 7, and is rejected under the same 
rationale. 

• Using the determined content, determining further content, as similarly described 
in claim 7, and is rejected under the same rationale. 

• Combining at least a portion of content of the document and at least a portion of 
the determined content, and at least a portion of the determined content for 
presentation to the user, as similarly described in claim 7, and is rejected under 
the same rationale. 

However, although Graham et al teaches that the document information accepted is 
from a web page, Graham et al does not expressly teach that the document is at least 
one ad. Yet, Graham et al also teaches that the advertisements displayed are web 
page content as well (column 4, lines 51-54: whereas, the advertisements are displayed 
in a web browser). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Graham et al's system, such that the document information 
accepted; would have been a web page comprising an ad as also taught by Graham et 
al. The combination would have allowed the client of Graham et al's system to have 
obtained additional information based on the ad content retrieved. 

With regards to claim 9, for an apparatus performing a similar method to claim 1 , is 
rejected under the same rationale. 
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5. Claims 2 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Graham et al (US Patent: 6,804,659, published: Oct 12, 2004, filed Jan. 14, 2000) in 
further view of Bhagavath et al (US Patent: 6,505,169 B1, published: Jan. 7, 2003, filed: 
Jan. 26, 2000) and ProductReview (Edmunds.com, Page 1, Jan. 22, 2001). 

With regards to claim 2, which depends on claim 1, Graham et al teaches a method 
comprising: 

• The at least one ad, in claim 1 , and is rejected under the same rationale. 

• The determined content, in claim 1 , and is rejected under the same rationale. 

• An ad database, which stores advertisement meta-data for web advertising 
objects/pages (column 5, lines 17-18: whereas, advertisements are mapped to 
concept related metadata). However, Graham et al does not teach the at least 
one ad is for a product and wherein the determined content is a review for the 
product. 

Bhagavath et al teaches ads with associated metadata, which are stored in a 
cache/database (Fig. 1, reference number 125, column 4, lines 35-40). Furthermore, 
Bhagavath et al teaches the ad - associated meta data includes display constraints 
(column 6, 30-34). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Graham et al's ad-metadata system to have further included 
display constraints as taught by Bhagavath et al. The combination would have allowed 
Graham et al's ad selection system to have conditionally displayed ads, not just by 
concept strength, but also based on additional display constraints. 
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However, although Graham and Bhagavath et al teach a method for selecting 
ads based on additional display constraints, they do not expressly teach the at least one 
ad is for a product and wherein the determined content is a review for the product. 

ProductReview teaches the at least one ad is for a product and wherein the 
determined content is a review for the product (page 1 : whereas, a car is the product, 
and through inherent display constraints, only additional content concerning a review of 
the particular car is displayed on the right hand side of the page). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Graham and Bhagavath et al's display constraints to have 
further included the constraint to display a review for a product, when a product is being 
browsed, as taught by ProductReview. The combination of Graham et al, Bhagavath et 
al, and ProductReview, would have allowed Graham's system to have been able to 
provide product review information when the ad is a product. 

With regards to claim 10, which is dependent on claim 9, for an apparatus 
performing a similar method to claim 2, is rejected under the same rationale. 
6. Claims 3, 8, 1 1 , and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Graham et al (US Patent: 6,804,659, published: Oct 12, 2004, filed: Jan. 14, 2000) 
in further view of Bhagavath et al (US Patent: 6,505,169 B1, published: Jan. 7, 2003, 
filed: Jan. 26, 2000) and CNET (CNET.COM, page 1, December 7, 2001). 

With regards to claim 3, which depends on claim 1 , Graham et al teaches a method 
comprising: 

• The at least one ad, in claim 1 , and is rejected under the same rationale. 
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• The determined content, in claim 1 , and is rejected under the same rationale. 

• An ad database, which stores advertisement meta-data for web advertising 
objects/pages (column 5, lines 17-18: whereas, advertisements are mapped to 
concept related metadata). 

• Furthermore, although Graham and Bhagavath et al teach a method for selecting 
ads based on additional display constraints, as explained in claim 2, they do not 
expressly teach the at least one ad is for a service and wherein the determined 
content is a review for the service. 

CNET teaches at least one ad is for a service and wherein the determined content is 
a review for the service (page 1: whereas, PC Connection' is the name of the service, 
and the review is indicated by a "star" ranking system). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Graham et al and Bhagavath et al's display constraints to 
have further included the constraint to have displayed a review for a service, when a 
service was being browsed, as taught by CNET. The combination of Graham et al, 
Bhagavath et al, and CNET, would have allowed Graham et al's system to have been 
able to have provided service review information when the ad was a service. 

With regards to claim 8, which depends on claim 7, Graham et al, Bhagavath et 
al, and CNET teach wherein the determined content is one of a review, in claim 3, and 
is rejected under the same rationale. 
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Furthermore, Graham et al teaches wherein the further determined content is at 
least one ad relevant to the determined content, as explained in claim 7, and is rejected 
under the same rationale. 

With regards to claim 1 1 , which depends on claim 9, for an apparatus performing 
a method similar to claim 3, is rejected under the same rationale. 

With regards to claim 16, which depends on claim 15, for an apparatus 
performing a similar method to the method in claim 8, is rejected under the same 
rationale. 

7. Claims 4 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Graham et al (US Patent: 6,804,659, published: Oct 12, 2004, filed: Jan. 14, 2000) and 
Bhagavath et al (US Patent: 6,505,169 B1, published: Jan. 7, 2003, filed: Jan. 26, 2000) 
in further view of MSN (MSN.COM, page 1 , Dec. 7, 2000). 

With regards to claim 4, which depends on claim 1, Graham et al teaches a method 
comprising: 

• The at least one ad, in claim 1 , and is rejected under the same rationale. 

• The determined content, in claim 1 , and is rejected under the same rationale. 

• An ad database, which stores advertisement meta-data for web advertising 
objects/pages (column 5, lines 17-18: whereas, advertisements are mapped to 
concept related metadata). 

• Furthermore, although Graham and Bhagavath et al teach a method for selecting 
ads based on additional display constraints, as explained in claim 2, they do not 
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expressly teach the at least one ad is for a product or service and wherein the 
determined content is a news story about the product or service. 
MSN teaches at least one ad is for a product or service and wherein the determined 
content is a news story about the product or service (MSN, page 1 : whereas, MSN 
Messenger is the service, and news about MSN Messenger is provided as additional 
content). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Graham et al and Bhagavath et al's display constraints to 
have further included the constraint to display a news story about a service as taught by 
MSN. The combination of Graham et al, Bhagavath et al, and MSN, would have allowed 
Graham et al's system to have been able to have provided service news information 
when the ad was a service type. 

With regards to claim 12, which is depends on claim 9, for an apparatus performing 
a method similar to claim 4, is rejected under the same rationale. 
8. Claims 5 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Graham et al (US Patent: 6,804,659, published: Oct 12, 2004, filed: Jan. 14, 2000) in 
further view of Bowman et al (US Patent: 6,006,225, published: Dec. 21, 1999, filed: 
Sep. 1,1998). 

With regards to claim 5, which depends on claim 1 , Graham et al teaches a 
method comprising the determined content, in claim 1 , and is rejected under the same 
rationale. 
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However, Graham et al does not teach the determined content is a search query 
related to the document. 

Bowman et al teaches the determined content is a search query related to the 
document (column 1, lines 55-67, Fig. 9: whereas, based on the contents of a 
document, a suggested query is presented to the user). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Graham et al's system for determining content to have also 
included Bowman et al's system for suggesting a query based on document content. 
The combination would have allowed Graham et al's system to have been able to 
"efficiently locate the most relevant terms" (Bowman et al, column 2, lines 23-24). 

With regards to claim 13, for an apparatus performing a similar method as in 
claim 5, is rejected under the same rationale. 

9. Claims 6 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Graham et al (US Patent: 6,804,659, published: Oct 12, 2004, filed: Jan. 14, 2000) in 
further view of Weaver (US Application: US 2004/0093558 A1, published: May 13, 
2004, filed: Oct. 29, 2003, EEFD: Oct 29, 2002). 

With regards to claim 6, which depends on claim 1 , Graham et al teaches a 
method comprising the determined content, in claim 1 , and is rejected under the same 
rationale. Furthermore, Graham et al teaches determining the content by going through 
an advertisement database for related concepts, as explained in claim 1 . However, 
Graham et al does not teach the determined content is a message from a user group. 
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Weaver teaches a message database that stores messages from a user group 
(claim 2). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Graham et al's advertisement database, which associated 
advertisements with concepts; to a database that stored messages (as taught by 
Weaver) which associated messages with concepts. The combination would have 
allowed Graham et al's system to have been able to determine the most appropriate 
user group message based on the document content. 

With regards to claim 14, which depends on claim 9, for an apparatus performing 
a similar method to claim 6, is rejected under the same rationale. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• Do Rosario Botelho et al. (US Application: 2002/00691 05 A1 , published: 
Jun. 6, 2002, filed: Dec. 1, 2000): This reference teaches the use of 
metadata and combining portions of content and annotated data. 

• Angles et al (US Patent: 5,933,811, published: Aug. 3, 1999, filed: Aug. 
20, 1996): This reference teaches combining portions of advertising data 
with content. 

• Herz (US Patent: 6,460,036 B1 , published: Oct 1 , 2002, filed: Dec. 5, 
1997): This reference teaches use of ranking for display of 
advertisements. 
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• Samar (US Patent: 6,563,514 B1 , published: May 13, 2003, filed: Apr. 13, 
2000): This reference teaches the use of dynamically collecting 
information based on content of web page. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wilson Tsui whose telephone number is (571)272-7596. 
The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on (571) 272-4124. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). A // 
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Patent Examiner 
Art Unit: 2178 
March 20, 2006 
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